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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of Group I in the reply filed on November 18, 2008 
is acknowledged. 

2. Claims 5-7 are withdrawn from further consideration pursuant to 37 CFR 1 .142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on November 18, 2008. 

3 . Claims 1 -4 and 8-13 have been examined. 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such thai the subject mallei' as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-3 and 8-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Publication No. 2002/0095587 to Doyle et al. ("Doyle") in view of US Patent No. 6098053 to 
Slater. 

Referring to claim 1, Doyle discloses confirming the identity of a user by using a portable 
electronic device having a fingerprint sensor to read the user's fingerprint and check the reading 
against pre-registered fingerprint data to determine whether or not the user is the owner of said 
portable electronic device having a fingerprint sensor (see paragraphs [0035] & [0036]). Doyle 
does not expressly disclose if the user is confirmed as the owner of the portable electronic device 
having a fingerprint sensor, using said portable electronic device having a fingerprint sensor to 
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encrypt commodity order information and pre-registered card information using a pre-registered 
transmission public key to generate transaction data, and electronically sign the generated 
transaction data using pre-registered personal encryption key, transmitting said electronically 
signed transaction data from said portable electronic device having a fingerprint sensor to said 
card management system; and at said card management system, decrypting said electronically 
signed transaction data using a transmission secret key paired with said transmission public key 
to obtain said commodity order information and settle purchase charges associated with said 
commodity order. Slater discloses encrypting commodity order information and pre-registered 
card information using a pre-registcrcd transmission public key to generate transaction data (see 
col. 7, lines 66-67 and col. 8, lines 1-28), and electronically sign the generated transaction data 
using pre-registered personal encryption key (see col. 8, lines 52-54), transmitting said 
electronically signed transaction data from said portable electronic device to said card 
management system ; and at said card management system, decrypting said electronically signed 
transaction data using a transmission secret key paired with said transmission public key to 
obtain said commodity order information and settle purchase charges associated with said 
commodity order (see col. 10, lines 32- 46). At the time the invention was made, it would have 
been obvious to a person of ordinary skill in the art to modify the method disclose by Doyle to 
include the concept taught by Slater. One of ordinary skill in the art would have been motivated 
to do this because it provides an additional level of security and prevents unauthorized 
transactions. 

Although the conditional elements have been considered, Applicant is reminded that 
optional or conditional elements do not narrow the claims because they can always be omitted. 
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See MPEP §2106 II. C: "Language that suggests or makes optional but does not require steps to 
be performed or does not limit a claim to a particular structure does not limit the scope of a claim 
or claim limitation. [Emphasis in original.]". 

Referring to claim 2, Dolye in combination with Slater disclose said pre-registered 
fingerprint data and said pre-registered card information are registered in a state in which they 
are encrypted by a storage public key provided by said card management system (see claim 1 
above). 

Referring to claim 3, Doyle in combination with Slater disclose using a portable 
electronic device having a fingerprint sensor according to claims 1 or 2, wherein said card 
management system stores and retains the received electronically signed transaction data for a 
predetermined time period (see claim 1 above). 

Claims 8-10 are rejected on the same rationale as claims 1-3 above. 
6. Claims 4, 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Doyle 
and Slater in view as applied to claims 2 and 9 above, and further in view of US Publication No. 
2003/0050900 to Kuraishi. 

Referring to claim 4, Doyle in combination of Slater teaches the method of claim 2. 
However, Doyle fails to teach updating said pre-registered transmission public key and said 
storage public key and replacing said pre-registered card information and said pre-registered 
fingerprint data with updated pre-registered card information and updated pre-registered 
fingerprint data encrypted using said updated storage public key. Kuraishi discloses of updating 
fingerprint data and card information stored on a card (see paragraph [0113]). At the time the 
invention was made, it would have been obvious to a person of ordinary skill in the art to modify 
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the method disclose by Doyle to include the concept taught by Kuraishi. One of ordinary skill in 
the art would have been motivated to do this because it ensures that the data stored on the card is 
always accurate. 

Claims 1 1-13 are rejected on the same rationale as claim 4 above. 

Although Applicant(s) use "means for" in the claim(s) (e.g. claim 8-12), it is the 
Examiner's position that the "means for" phrase(s) do not invoke 35 U.S.C. §1 12 6 th paragraph. 
If Applicant(s) concur, the Examiner respectfully requests Applicant(s) to either amend the 
claim(s) to remove all instances of "means for" from the claim(s), or to explicitly state on the 
record why 35 U.S.C. §112 6 th paragraph should not be invoked. Alternatively, if Applicant(s) 
desire to invoke 35 U.S.C. §1 12 6 th paragraph, the Examiner respectfully requests Applicant(s) to 
expressly state their desire on the record. Upon receiving such express invocation of 35 U.S.C. 
§1 12 6 th paragraph, the "means for" phrase(s) will be interpreted as set forth in the Supplemental 
Examination Guidelines for Determining the Applicability of 35 USC 112 6\ l Failure by 
Applicant(s) in their next response to also address the 35 U.S.C. §1 12 6 th paragraph issues in 
accordance with 37 C.F.R. § 1 . 1 1 1(b) or to be non-responsive to this issue entirely will be 
considered a desire by Applicant(s) NOT to invoke 35 U.S.C. § 1 12 6 th paragraph. Unless 
expressly noted otherwise by the Examiner, the preceding discussion on 35 U.S.C. §1 12 6 th 
paragraph applies to all examined claims currently pending. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jalatee Worjloh whose telephone number is 571-272-6714. The 
examiner can normally be reached on Monday - Friday 10:00 - 6:30. 



1 Federal Register, Vol 65, No 120, June 21, 2000. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Calvin Hewitt II can be reached on 571-272-6709. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jalatee Worjloh/ 

Primary Examiner, Art Unit 3685 



